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REMARKS 

Reconsideration of this ^plication in lighx of fiie present amendment and remarks is 
respectfully requested. 

Claims 1-2, 5-8, 1M3, 15-17, 19, 22 and 27 have been rgected 
Claims 3, 4, 9, 10, 14, 18> 20, 21 and 23-26 were previously canceled. 
Claims 12 and 27 have been canceled. 
No claims have been amended. 

Claims 1-2, 5-8. 1 1-13, 15-17, 19, 22 and 27 are pending in this applicarion. 

Claims 1-2, 5-8, U-13, 15-17, 19 and 22 have been rejected uirfer 35 U.S.C. §l03(a)as 
being unpatentable over Goldberg et al. (U.S. Patent No. 6,183,366 ha?einafter Goldberg) in 
view of Hall et aL (U.S. Patent No. 6,026375 hereinafter Hail). This rejection is respectfWly 
traversed. 

Regarding independm claims; 1 and 13, applicants respectfiilly disagree with the 
Examiner's statement that the t^mination of advertisements is obvious, inasmuch the Examiner 
has shown no evidence of any case where advertisements are terminated 'tf^ile the information or 
entertainment service accc$$ eontinuea advertisement free. The Examiner admits that Goldberg 
docs not recite the ending of advertisanents, and applicants submit that it is a common practice 
in the industty for advertisements to We continually presented. Therefore, applicams disagree 
that it is well known for this to occur as the actual practice teaches away firom this. Moreover, 
claims 1 and 13 recite a ^ccific technique to provide this previously unknown s^ice, using 
quotas. The Examiner previously adnutted that neither Goldberg nor Hall disclose the provision 
for a quota vsatfain a predetermined time period and terminating advertisements upon reaching the 
quota. Since no prior art has been shown to terminate advertisements while continuing service, 
applicants submit that it is completely non-obvious to use a quota system to terminate 
advertisements while continuing service. 

In addition, applicants wish toireiterate that Goldberg recites that Internet access is free 
while advertisements are repeatedly downloaded (col. 29. lines 15-20), without condition. 
Therefore, the implication is that if acfvertisements could not be r^>catedly downloaded then 
internet access would not l>e free. Asia result, the effect is that free internet access is subject to 
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contifiually receiving advertisementB. In addition, if Goldberg had envisioned the cessation of 
advertisem^its upon reacbing a quota then Goldberg would not refer to the treated 
downloading of advertisement. Since Goldberg did not qualify this statement^ it must be taken 
as one noxmally slcilled in the art would interpret it, i.e. advertisements never end, as is the 
commonly recognized normal business practice, which teaches away ftom ^plicants* invendon. 

Therefore, ^phcanls wish to repeat that there are presently no known provisions in such 
cases for the terminatioii of advertisements while continuing service access, and further that that 
^ere is no mention of quotas for the teimination of advertisements while contintiing service 
access. Applicants respectfully submit that these two steps are essential in the und^standing of 
appticants' invention, and neither arc present in the cited art Further, since the use of 
advertisement quotas are unknown in the an it would not be obvious to use advertisement quotas 
for the termination of advertisements while continuing service access. Even one skilled in tiie art 
could not make these two leaps, and in fact has not made these leaps. 

Therefore, ^licants must restate that to establish prima facie obviousness of a claimed 
invention, at least these two liroitatiflns nmst be taught or suggested by the prior art. /n re itqyfta, 
490 F,2d 981, 985 (CCPA 1974). "All words in a claim must be considered in judging the 
patentability of that claim against the prior art*' In re Wilson, 424 F.2d 1382, 1385 (CCPA 
1 970). In this case, for the reasons stated above, all the claim limitations are not taught or 
suggested by the prior art Thus, the cited references clearly fail to render obvious the claims. 

Moreover, a proposed modification or combination of prior art cannot be made if the 
prior art does not suggest the desirability of the claimed invention. In re Fine, 837 F.2d 1071, 5 
U.S.P.Q.2d 1596 (Fed, Cir. 1988). As mentioned above and in the applicants' specification, it is 
a substantial benefit to use die claimed invention b&^ause it uses a quota to permit a user relief 
from relentless presentation of advertisements. The known art, for the reasons mendoned above, 
simply does not suggest the desirability of die claimed invmdon since it doesn*t provide for the 
termination of advertisements wlule continuing Internet access. 

Deficiencies of die cited references cannot be remedied by die coiKlusions about what is 
well known or what one sMUed in the art could have done. In re Zurko, 258 F.3d 1379, 1385- 
13S6 (Fed. Ctr. 2001) (Assessment of basic knowledge and common sense in the art must be 
based on evidence in the record and cannot be based on unsupported assessment of the prior art). 
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and in pardeular where the known ait teaches away from applicants* invention a& explained 
above. 

Applicants* invention provides a business case ttet is unknown in the art wherein an 
Internet seivice provider would provide an advantage for a user to use that particular access 
provider by die knowledge that advisements will stop after reaching a quota whereinafter the 
xiser would have uninteirupted Internet access* In this way, the use of quotas would be much 
more likely to lure users to a service, in that, a user would be much likely to subscribe to a 
service if they knew they would not be subject to an endless barrage of advertising, but instead 
he subject to a fair portion of advertising in exdiange for their patronage. 

Claims 2 and 12 are dqiendent on claim U and therefore include all of the recitations of 
claim I, which are not disclosed or suggested by the refemnces, as described above. 

Regarding independent daim 13, the above comments wid) respect to claim 1 also apply 
to claim 1 3 . In addition, the cited art teaches a system to check whether advertisemrats are 
presented in a destination device, but does not provide a defim'tive technique to guarantee thai a 
user actually observes the advartisement from the destination device. For example, a user may 
be outside their car while an advertis^nent is playing, and therefore does not observe the 
advertisement Applicants solve this problem by requiring a manual interaction where the user 
actual^ acknowledges die receipt of the advertisement The inclusion of manual feedback is a 
significant difference from the cited art, and the Examiner admits that Goldberg does not teach 
mazmal acknowledgment Therefore, applicants* invendon of claim 13 solves a problem that is 
not address by the cited art. - 

Again, the Examiner goes on to state that a provision to have a user acknowledge an 
advertisement would be obvioias to one skilled in the art. However, to establish prima facie 
obviousness of a claimed invention, the practice of a user manually acknowledging 
advertisements must be taught or suggested by the prior art* In re Royka^ 490 F.2d 981 , 9Zi 
(CCPA 1974). "All words in a claim must he considered in judging the patentability of that claim 
against the prior art." In re Wilson. 424 F^d 1382. 1385 (CCPA 1970). In this case, for the 
reasons stated ahove, there is no art cited that has a user noanually acknowledge the receipt of 
advertisements. Therefore, all the claim limitations are not taught or suggested by the pdor art 
Thus, the cited references clearly fail to render obvious the claims. 
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Moreover, a proposed modification or combination of prior art caimot be m^e if the 
prior art does not suggest the desirability of the claimed invention. In re flne^ 837 F,2d 1071, 5 
U.S.P.Q.2d 1596 (Fed, dr. 1988), As mentioned above and in flie applicants' specification, there 
is a benefit to a service provider to simply definitive evidence that an advertisflsnent has been 
actually viewed by have a viewer manually acknowledge same. The known art, ibr the reasons 
mentioned above, simply does not suggest the desirability of providing manual interaction, but 
instead providing a convoluted automatic process between devices that only j^oves the 
advertisement was presented by a device^ but does not guarantee that the advertisement was 
reviewed by an actual person. The prior art only describes a user diat interacts with an 
adv^isement of interest to gain more information. This is not done for the purposes of 
acknowledgement that the user has received the advertisement, but is only incidental thereto, and 
therefore teaches away firom applicants' invention. 

Deficiencies of the cited references cannot be remedied by the conclusions about what is 
well known or what one skilled in the art could have done. In re Zurko, 258 F3d 1379, 1385- 
1 386 (Fed. Cir. 2001) (Assessment of basic knowledge and conunon sense in the art must be 
based on evidence in the record and cannot be based on unsupported assessment of the prior art), 
and in particular where the known art teaches away &om applicants' invention as explained 
above. 

Claims 5^ 6 and 1 1 are dependmt on claim 1 , and therefore include all of the recitatioi^ 
of claim 1, which are not disclosed or suggested by the references, as described above. 

Claim 17, 19 and 22 are dependent on claim 13, and therefore include all of the 
recitations of claim 13, which are not disclosed or suggested by the references, as described 
above. 

Accordingly, it is respcctfijUy submitted that fliis rejection has been overcome. 

Claims 7, 8, 15 and 16 have be«i rejected under 35 U-S.C. § 103(a) as being unpatentable 
over Goldberg in view of Hall as applied to clainos 1, 2, 5, 6, 1 1-13. 17. 19, 22 and 27 above, and 
ftnther in view of Titmuss et al (WO 98/47295 hereinafter Titmuss). This rejection is 
respectfully traversed.. 

Claims 7 and 8 are dependent on claim 1, and dierefore include all of the recitations of 
claim 1, which are not disclosed or suggested by the references, as described above. 
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Claim IS and 16 are dependent oo claim 13, and tberefbre include all of the recitations of 
claim 13, which are not disclosed or suggested by the references, as described above. 
Accordingly, it is respectfiilly submitted that this rejection has been overcome. 

Claims 12 and 27 have been rejected under 35 US.C. § 103(a) as being tu^atentable over 
Goldberg in view of Hall ftoher in view of Diaz d aL (US 6,356.822), 

Claims 12 and 27 have been canceled, thereby rendering this rejection moot. 

Applicants respectfully submit that the prior art references, in combination or alone^ fail 
to teach or suggest all of applicants* claimed limitations, as required for a 35 USC §103(a) 
rejection. Namely, with regard to claims I and 13 (and tbcir dqpendcnt claims), none of the 
references teacb at least the steps of: providing a quota of advertising, determining whether 
advertisem^ actually have been viewed, terminating advertisements upon reaching a quota, or 
providing advertisements based upon the status of sensors in a vehicle. Further, with regard to 
claim 13, none of the references teaches at least the step of requiring user iotoraction to 
determine whether an advertisement was reviewed. Applicants submit that ttiese many 
limitatiotis can not all be rendered obvious without any corroborating references. 

Therefore, the teachings of the cited art, in combination or alone, fail to teach or even 
suggest the novel and unobvious recitations of the above claims. For the foregoing reasons, 
applicants believe that die claims, as amended, are patentably distinct and non-obvious from all 
of the references of record, whether taken alone or in combinatioii. 

Accordingly, it is respectfully submitted that this rejection has been overcome. 

The other references of record have been reviewed and applicant's invention is deemed 
patentably distinct and nonobvious over each taken alone or in combination. 

For the foregoing reasons, applicants respectfiilly request that the above rejections be 
withdrawn. 

Inasmuch as this amendment distinguishes all of the appUcants' claims over the prior an 

references, for the naany reasons indicated above, passing of this case is now believed to be in 

order. A Notice of Allowance is earnestly solicited. 

No amendment made was related to the statutory requirements of patentability unless 

expressly stated herein. No amendment made was for the purpose of nanowing the scope of any 
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claim, unless applicant has argued herein that such amendment was made to distinguish over a 
particular ref(a«nce or c^nnbination of references. 

In the event that the Examiner deems the present application non-aUowable, it is 
requested that ^ Examiner telephone the ^plicants' attorney at the number indicated below so 
that the prosecution of the present case may be advanced by the clarification of any continuing 
rejection or through an Examiner's amendment. 

AuOiorization is hereby given to charge any fees necessitated by actions taken herein to 
Deposit Account 50-21 17. 



Re^ctCuUy submitted, 
Steele et aL 



Customer Number 22917 
Motorola, Inc. 
Law Dept, - 3*^ floor 
1303 E. Algonquin Rd, 
Schaumburg, EL 60196 




Attorney for Appl{cQnt(5) 



Registration No. 39,288 
Phone: (847) 576-3992 
FAX: (847) 576-3750 
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